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also to assisting small business and mi-
nority business enterprises, as well as 
economically depressed, low income, 
and labor surplus areas, and whether 
each or any applicant is a United 
States citizen or corporation. Where 
there is more than one applicant for an 
exclusive license, that applicant shall 
be selected who is determined to be 
most capable of satisfying the criteria 
and achieving the goals set forth in 
this part. 

(d) Subject to the following: (1) Any 
existing or future treaty or agreement 
between the United States and any for-
eign government or inter-govern-
mental organization, or 

(2) Licenses under or other rights to 
inventions made or conceived in the 
course of or under Department of the 
Navy research and development con-
tracts where such licenses or other 
rights to such inventions are provided 
for in the contract and retained by the 
party contracting with the Department 
of the Navy, no license shall be granted 
or implied in a government invention, 
except as provided for in this part. 

(e) No grant of a license under this 
part shall be construed to confer upon 
any licensee any immunity from the 
antitrust laws or from a charge of pat-
ent misuse, and the acquisition and use 
of rights pursuant to this part shall not 
be immunized from the operation of 
state or federal law by reason of the 
source of the grant. 

§ 746.3 Delegation of authority. 
The Chief of Naval Research is dele-

gated the authority to administer the 
patent licensing program, with the au-
thority to redelegate such authority. 

§ 746.4 Definitions. 
(a) Government invention means an in-

vention covered by a domestic patent 
or patent application that is vested in 
the United States and in the custody of 
the Department of the Navy, and is 
designated by the Chief of Naval Re-
search as appropriate for the grant of 
an express non-exclusive or exclusive 
license. 

(b) To the point of practical application 
means to manufacture in the case of a 
composition or product, to practice in 
the case of a process, or to operate in 
the case of a machine, under such con-

ditions as to establish that the inven-
tion is being worked and that its bene-
fits are reasonably accessible to the 
public. 

§ 746.5 Government inventions avail-
able for licensing. 

Government inventions normally will 
be made available for the granting of 
express nonexclusive or limited exclu-
sive licenses to responsible applicants 
according to the factors and conditions 
set forth in §§ 746.6 and 746.7, subject to 
the applicable procedures of § 746.11. 
The Chief of Naval Research may re-
move a prior designation of avail-
ability for licensing of any patent(s) or 
patent application(s), provided that no 
outstanding licenses to that invention 
are in effect. 

§ 746.6 Nonexclusive license. 

(a) Availability of licenses. Each gov-
ernment invention normally shall be 
made available for the granting of non-
exclusive revocable licenses, subject to 
the provisions of any other licenses, in-
cluding those under § 746.8. 

(b) Terms of grant. (1) The duration of 
the license shall be for a period as spec-
ified in the license agreement, provided 
that the licensee complies with all the 
terms of the license. 

(2) The license shall require the li-
censees to bring the invention to the 
point of practical application within a 
period specified in the license, or such 
extended period as may be agreed upon, 
and to contine to make the benefits of 
the invention reasonably accessible to 
the public. 

(3) The license may be granted for all 
or less than all fields of use of the in-
vention, and throughout the United 
States of America, its territories and 
possessions, the Commonwealth of 
Puerto Rico, and the District of Colum-
bia, or in any lesser geographic portion 
thereof. 

(4) After termination of a period 
specified in the license agreement, the 
Chief of Naval Research may restrict 
the license to the fields of use and/or 
geographic areas in which the licensee 
has brought the invention to the point 
of practical application and continues 
to make the benefits of the invention 
reasonably accessible to the public. 
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(5) The license may extend to subsidi-
aries and affiliates of the licensee but 
shall be nonassignable without ap-
proval of the Chief of Naval Research, 
except to the successor of that part of 
the licensee’s business to which the in-
vention pertains. 

(6) The Government shall make no 
representation or warranty as to the 
validity of any licensed application(s) 
or patent(s), or of the scope of any of 
the claims contained therein, or that 
the exercise of the license will not re-
sult in the infringement of any other 
patent(s), nor shall the Government as-
sume any liability whatsoever result-
ing from the exercise of the license. 

§ 746.7 Limited exclusive license. 

(a) Availability of licenses. Each gov-
ernment invention may be made avail-
able for the granting of a limited ex-
clusive license, provided that: 

(1) The invention has been published 
as available for licensing pursuant to 
paragraph (a) of § 746.11 for a period of 
at least six months; 

(2) The Chief of Naval Research has 
determined that: 

(i) The invention may be brought to 
the point of practical application in 
certain fields of use and/or in certain 
geographical locations by exclusive li-
censing; 

(ii) The desired practical application 
has not been achieved under any non-
exclusive license granted on the inven-
tion; and 

(iii) The desired practical application 
is not likely to be achieved expedi-
tiously in the public interest under a 
nonexclusive license or as a result of 
further government-funded research or 
development; 

(3) The notice of the prospective li-
censee has been published, pursuant to 
paragraph (d) of § 746.11 for at least 60 
days; and 

(4) After termination of the period 
set forth in paragraph (a)(3) of § 746.7 
the Chief of Naval Research has deter-
mined that no applicant for a non-
exclusive license has brought or will 
bring, within a reasonable period, the 
invention to the point of practical ap-
plication, as specified in the exclusive 
license, and that to grant the exclusive 
license would be in the public interest. 

(b) Selection of exclusive licensee. An 
exclusive licensee will be selected on 
bases consistent with the policy set 
forth in § 746.2 and in accordance with 
the procedures set forth in § 746.11. 

(c) Terms of grant. (1) The license may 
be granted for all or less than all fields 
of use of the government invention, 
and throughout the United States of 
America, its territories and posses-
sions, the Commonwealth of Puerto 
Rico, and the District of Columbia, or 
in any lesser geographic portion there-
of. 

(2) Subject to the rights reserved to 
the Government in paragraphs (c)(6) 
and (c)(7) of § 746.7, the licensee shall be 
granted the exclusive right to practice 
the invention in accordance with the 
terms and conditions specified in the 
license. 

(3) The duration of the license shall 
be negotiated but shall be for a period 
less than the terminal portion of the 
patent, the period remaining being suf-
ficient to make the invention reason-
ably available for the grant of a non-
exclusive license; and such period of 
exclusivity shall not exceed 5 years un-
less the Chief of Naval Research deter-
mines, on the basis of a written sub-
mission supported by a factual show-
ing, that a longer period is reasonably 
necessary to permit the licensee to 
enter the market and recoup his rea-
sonable costs in so doing. 

(4) The license shall require the li-
censee to bring the invention to the 
point of practical application within a 
period specified in the license, or with-
in a longer period as approved by the 
Chief of Naval Research, and to con-
tinue to make the benefits of the in-
vention reasonably accessible to the 
public. 

(5) The license shall require the li-
censee to expend a specified minimum 
amount of money and/or take other 
specified actions, within a specified pe-
riod of time after the effective date of 
the license, in an effort to bring the in-
vention to the point of practical appli-
cation. 

(6) The license shall be subject to the 
irrevocable, royalty-free right of the 
Government of the United States to 
practice and have practiced the inven-
tion throughout the world, by or on be-
half of the Government of the United 

VerDate Mar<15>2010 10:28 Aug 10, 2011 Jkt 223128 PO 00000 Frm 00397 Fmt 8010 Sfmt 8010 Y:\SGML\223128.XXX 223128w
re

ie
r-

av
ile

s 
on

 D
S

K
D

V
H

8Z
91

P
R

O
D

 w
ith

 C
F

R


		Superintendent of Documents
	2014-08-19T09:49:36-0400
	US GPO, Washington, DC 20401
	Superintendent of Documents
	GPO attests that this document has not been altered since it was disseminated by GPO




